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REMARKS 

In response to the Ofllce Action dated July 1, 2003, Applicants respectfully 
requests reconsideration based on the above claim amendment and the following remarks. 
Applicants respectfully submit that the claims as presented are in condition for 
allowance. 

Claims 1 -16 are pending in the application. Claims 1-10 were rejected and claims 
U-l 6 were withdrawn from consideration in the OfTicc Action. Claims 5 and 1 0 have 
been canceled without prejudice, claims 1 and 7 liave been amended to include the 
elements of the cimccllcd claims 5 and 10, respectively, and claim 6 has been amended to 
change its dependency from claim 5 to claim 1, leaving claims 1-4 and 6-9 for 
consideration upon entry of the present amendjncnt. No new matter is added by the 
amendments. 

Claim Rejectiom under 3S US. C 1 03: 

Cl aims 7-2 a nd 1:6 

Claims 1-2 and 5-6 were rejected under 35 U.S.C. 103(a) as being unpatentable 
by Amin ct al, KV Pub. Number RP 0,788,287 Oiereinaftcr "Amin") for the reasons 
stated on pages 3-4 of the Orficc Action, 

Since claim 5 has been cancelled without prejudice, the rejection of claim 5 is 

moot. 

Claim 1 has been amended to recite a method to prevent fmudulcnt use of a 
wireless unit that is roaming in a visited system, wherein prior to receiving at tlie MSC-V 
the code and the identification information from the wireless miit, the method further 
comprises: receiving at the MSC-V a call attempt from the wireless unit; and causing the 
MSC>V in response to the call attempt to provide the wireless unit with an 
announcement. 

An announcement, in claim 5, is provided to the wireless unit prior to receiving at 
the MSC-V the code and the identification information from the wireless unit, while a 
call, in Amin, is Touted to a live or automatic operator after receiving the MTN/ESN pair 
and determining the wireless unit as a frcciuent roamcr (col, 3, IL 12-16 of Amin). Thus, 
Amin docs not teach or suggest the clement: wherein prior to receiving at the MSC-V the 
code and identification information from the wireless unit, receiving at the MSC-V a call 
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attempt from the wireless unit; and causing the MSC-V in response to the call attempt to 
provide the wireless unit with an announcement, as claimed in the amended clahn 1. 

The Examiner states that since the verification process is performed between the 
MSC-V and the HLR, it is clear that a verification clement is physically located either at 
the MwSC-V or the HLR and should be functionally connected to both the MSC-V and 
I-ILR in order to pcrfonn the verification process. 

In claim 1, the MSC-V (24 in Fig. 1 of the Application) sends a FRAT REQ 
message to the verification element (10). and the verification element (10) searches the 
information of tlio wireless unit (20) in its database (32, 34) (page 11, lines 21-27 or page 
12, lines 3-1 1 of the Application). The verification element (10) is not physically located 
in the home system (12) or the MSC-H (18) of the windless system (20) but functionally 
connected to the visited system (14) and the home system (12) of the wireless system 
(10). Thus, the vori fication of the wireless unit (20) can be quickly obtained when 
compared to conventional methods (such as the method of Amin) for many wireless 
units, in which the verification is made to the home system of the wireless unit and the 
MSC-V spends time in traclcing down the home system of the wireless unit to obtain the 
verification information. 

On the contrary, the verification, in Amin, is performed between the MSC-V (51 
in Fig. 1 of Amin) of tlie visiting network (104) and die IILR (66) of the wireless unit, as 
the conventional method. For example, when the MSC-V (5 1) sends a llegistration 
invoke message to the HLR (66), the HLR (66) retrieves the profile for the wireless unit 
in its database. Thus, there is no verification element, in Amin. functionally connected to 
tlie visited system and the home system, as recited in claim L 

I'urther, the Examinei' refers the paragi'aph of col. 3, U. 12-23 of Amin to reject 
the claim 1 - In the paragraph of col, 3, 11. 1 2-23, Amin discloses routing a call to a live or 
automatic operator, for example, a voice response unit (65) in the homo system of the 
wireless unit when the wireless unit is determined to be a frequent roamer. This docs not 
say anything about the verification element functionally connected to the visited system 
and a home system of the wireless unit, as recited in claim 1. 

Thus, the Examiner assumes that the verification clement of claim 1 would be 
physically located either at the MSC-V or the HLR, in view of the disclosure of Amin 
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Ihat tlie verincation process is pcrfoimed between MSC-V and HLR and the verification 
element is located cither at the MSC-V or the HLR. This is a rehance on ''obvious lo 
try*', and the Examiner cannot base a determination of obviousness on what the skilled 
person in the art miglU try or find obvious to try, 

Accoixlingly, Amin neither teaches nor suggests tlie clement: in response to the 
receipt of tlie code, causing the MSC-V to transmit a message inchtding the identification 
ijifonnalion to a verification clement rtmctionally coiuiccted lo the visited system and a 
home system of the wireless unit, as claimed in claim L Thus, Amin docs not render 
obvious claim 1. 

Claims 2 and 6 depend from claim 1, thus arc believed to be allowable duo to 
their dependency on claim 1. 
Claim s 3-4 and 7-1 0 

Claims 3-4 and 7-10 were rejected under 35 U.S.C 103(a) as being unpatentable 
over Amin in view of Marchand et al., PCT Pub. Number WO 97/26769 (hereinafter 
"Marehand") for the reasons stated on pages 5-6 of the Office Action. 

Since claim 10 has been cancelled without prejudice, tlic rejection of claim 10 is 

moot. 

Marchand discloses obtaining subscriber prc-authorization to temporarily access a 
cellular telecommunications system through a roaming area. In Marchand, the 
authentication process is performed in a home area of the subscriber. Thus, Marchand 
<Ioes not teach or suggest the element: in response lo the receipt of the code, causing the 
MSC-V to transmit a message including the tdcntification infonnation to a verification 
element functionally connected to the visited system and a home system of the wireless 
unitj as claimed in claim 1. 

Thus, Marchand does not cure the deficiency of Amin. Accordingly, the 
combination oF Marchand and Amin does not render obvious claim 1. 

Claims 3-4 depend from claim 1 . Tt is thus believed that claims 3-4 ai-e allowable 
due to their dependency on claim 1 . 

With regard to the ainendcd claim 7, the combination of Amin and Marclitind 
does not teach or suggest the elements: the nelwork element operative in response to 
receipt of the identification information to provide a verification in a feature request 
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response to the MSC-V, the network clement being functionally connected to the visited 
system and a home system of the wireless unit; and wherein after the registration of the 
wireless unit with the visited system and prior to the denial oforiginating eoiminmi cation 
service to the wireless unit, the MSC-V is operative to receive a call attempt from the 
wireless unit, and in response to tlio call attempt, is operative to provide an instruction to 
the wireless unit to dial the code and provide the identification information, as claimed in 
the amended claim 7, for at least tlic reasons given for claim 1, 

Claims 8-9 depend from claim 7. Claims 8-9 arc bcUeved to be allowable due to 
their dependency on claim 7. 
Conclusion 

In view of the foregoing amendments and remarks, Applicants submit that the 
above-identified application is now in condition for allowance. Early notification to this 
effect is respeclfully requested. 

If there arc any charges with respect to this response or otherwise, please charge 
them to Deposit Account 06-1130 maintained by Applicants' altomeya. 



Respectfully submitted, 




David A. Fox 
Registration No. 38,807 
CANTOR COLBURN LLP 
55 Griffin Road South 
Bloomfield,CT 06002 
Telephone (860) 286-2929 
Facsimile (860) 286-01 l^fe^^fc 
atstomer No. 36 1 92 



Date; September 19, 2003 
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